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REMARKS 

Applicants have carefully considered the October 13, 2006 Office Action, and the 
amendments above together with the comments that follow are presented in a bona fide effort to 
address all issues raised in that Action and thereby place this case in condition for allowance. 
Claims 1-22 were pending in this application, In response to the Office Action dated October 13, 
2006, claims 1, 2, 6, 12 and 13 have been amended and claim 1 1 has been cancelled. Care has 
been exercised to avoid the introduction of new matter. Adequate descriptive support for the 
present Amendmem should be apparent throughout the originally filed disclosure as, for 
example, the depicted embodiments and related discussion thereof in the written description of 
the specification, including page 15, lines 4-23 and page 18, line 21 through page 19, line 9. 
Applicants submit that the present Amendment does not generate any new matter issue. Entry of 
the present Amendment is respectfully solicited. It is beUeved that this response places this case 
in condition for allowance. Hence, prompt favorable reconsideration of this case is solicited. 

Claims 1-22 were rejected under 35 U.S.C. § 112, second paragraph. Applicants 
respectfully tmverse in view of the foregoing claim amendments and the following remarks. 

Indefiniteness under the second paragraph of 35 U.S.C. § 112 is a question of law. 
miotson Ltd V Walbor Corp., 4 USPQ 2d 1450 (Fed. Cir. 1987). Accordingly, in rejecting a 
claim under the second paragraph of 35 U.S.C. § 1 12, the PTO is required to discharge its initial 
burden for providing a basis in fact and/or cogent reasoning to support the ultimate legal 
conclusion that one having ordinary skill in art, with the supporting specification in hand, would 
not be able to reasonably ascertain the scope or protection defined by the claim. In re 
Cortwright, 165 F.3d 1353, 49 USPQ 2d 1464 (Fed. Cir. 1999). Consistent judicial precedent 
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holds that reasonable precision in light of the particular subject matter involved is all that is 
required by the second paragraph of 35 U.S.C. § 112. Miles Laboratories. Inc. v. Shandon. Inc., 

27 USPQ 2d 1123 (Fed. Cir. 1993); North American Vaccine, Inc. v. Amercian Cyanamide Co., 

28 USPQ 2d 1333 (Fed. Cir. 1993); U.S. v. Telectronics. Inc., 8 USPQ 2d 1217 (Fed. Cir. 1988). 
Applicant stresses that a patent specification must be viewed through the eyes of one having 
ordinary skill in the art. Miles Laboratories. Inc. v. Shandon. Inc.. supra. 

In applying the above legal tenets to the exigencies of this case, Applicant submits that 
one having ordinary skill in the art would not have been befuddled by the originally filed claims 
particularly as employed in the context of the claimed invention. Nevertheless, Applicants have 
amended the claims for clarity. Independent device claim 1 has been amended to describe a 
device for aligning a stamper/imprinter for use in a process for contact printing of a magnetic 
pattern in a surface of a magnetic or magneto-optical (MO) recording medium, including an 
alignment means for use in positionally aligning the stamper/imprinter by laterally moving the 
holding plate relative to the mounting plate. Independent claim 13 has been amended to describe 
a method for aligning a stamper/imprinter utilized in performing contact printing of a magnetic 
pattern in the surface of a magnetic or magneto-optical (MO) recording medium, comprising 
pertinent step of providing a device including alignment means for use in laterally aligning said 
stamper/imprinter relative to the mounting plate. 

As described in the specification at pages 18-19, in a typical operation of device 10, a 
suitably topographically patterned stamper/imprinter 4 is placed with its rear surface 4r in 
contact with the first major (upper) surface 2 of the holding plate 1, maintained in place by means 
of vacuum supplied to the suction cups 13 via channels 11, and fixed in position by the 
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micrometer screw or spring-biased means 20. The holding plate 1 with stamper/imprinter 4 
fixedly mounted thereon is then aligned with respect to the mounting plate 5 utilizing the laser 
beam alignment device 22 and micrometer heads. Compressed air is supplied to channels 18 
during the alignment process to create an air bearing between the holding and mounting plates in 
order to facilitate relative (lateral) movement therebetween. When proper positional alignment is 
achieved, as indicated by the laser beam alignment device 22, the supply of compressed air to the 
channels 18 is terminated and replaced with a vacuum to maintain the alignment during 
mechanical fixing of the holding plate 1 (with stamper/imprinter 4 fixedly mounted thereon) to 
the mounting plate 5 by means of the micrometer screw or spring-biased means 21. Device 10 
with the positionally aligned stamper/imprinter 4 is then installed in a suitable contact printing 
tool for use in contact patterning magnetic and/or MO recording media. 

Claims 2 and 6 have been amended to address the antecedent basis issue raised. 
Applicants respectfully submit that claim 14 further limits the method of claim 13. As described 
in the specification, the device with the positionally aligned stamper/imprinter is next installed in 
a suitable contact printing tool for use in contact printing. Thus, there is a device for aligning the 
stamper/imprinter, the stamper/imprinter itself and, third, a contact printing tool. 

Accordingly, one having ordinary skill in the art would not have difficulty understanding 
the scope of the presently claimed invention, as amended, particularly when reasonably 
interpreted in light of the supporting specification. Therefore, it is respectfully submitted that the 
imposed rejection under 35 U.S.C. § 112, second paragraph is not legally viable and hence, 

solicit withdrawal thereof 

It is believed that all pending claims are now in condition for allowance. Applicants 
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therefore respectfully request an early and favorable reconsideration and allowance of this 
application. If there are any outstanding issues which might be resolved by an interview or an 
Examiner's amendment, the Examiner is invited to call Applicants' representative at the 
telephone number shown below. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
including extension of time fees, to Deposit Account 500417 and please credit any excess fees to 
such deposit account. 
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